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CENTRAL REEXAMINATION UNIT

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000524
PATENT NO. : 7497943

TECHNOLOGY CENTER : 3999

ART UNIT : 3991

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexammat|on no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.
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Enclosed is a copy of the latest communication from the United States Patent and Trademark |
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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In re Nguyen et al.

Inter Partes Reexamination

Control No. 95/000,524 :

Filed: December 12, 2009 : DECISION,

For: U.S. Patent No. 7,497,943 : SUA SPONTE,
: TO MERGE
In re Nguyen et al. : REEXAMINATION

Inter Partes Reexamination : PROCEEDINGS
Control No. 95/001,399 :

Filed: July 16, 2010

For: U.S. Patent No. 7,497,943

The above-captioned reexamination proceedings are before the Office of Patent Legal
Administration for sua sponte consideration of whether the proceedings should be merged
(consolidated) at this time.

REVIEW OF FACTS

1. On March 3, 2009, the Office issued U.S. Patent No. 7,497,943 (the ‘943 patent) to Tran M.
Nguyen et al. with 25 claims.

2. On December 12, 2009, a request for inter partes reexamination of claims 1, 5-6, and 17 of
the *943 patent, was filed by a third party requester and assigned control No. 95/000,524
(“the 524 proceeding”). The request identified Assateague Oil, LLC (“the ‘524 requester™)
as the real party in interest.

3. On February 4, 2010, inter partes reexamination of the ‘943 patent was granted in the ‘524
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proceeding. Reexamination was granted for claims 1, 5-6, and 17 of the 943 patent. An
Office action was concurrently issued.

4. On April 5, 2010, patent owner timely filed a response to the February 4, 2010 Office action.
Patent owner did not amend the specification or the claims.

5. On May 4, 2010, the ‘524 third party requester timely filed responsive comments.

6. On July 16, 2010, a second request for inter partes reexamination of claims 1, 9, and 17 of
the 943 patent, assigned control No. 95/001,399 (“the ‘1399 proceeding™), was filed by a
third party requester. The request identified Nalco Company (“the ‘1399 requester”) as the

real party in interest. '

7. On September 17, 2010, inter partes reexamination was ordered on claims 1, 9, and 17 of the
‘943 patent in the ‘524 proceeding. An Office action was not concurrently issued. The order
indicated that an Office action would is\sue in due course.

8. To date, no Office action has issued in the ‘1399 inter partes reexamination proceeding.

DECISION
I. MERGER OF PROCEEDINGS
Reexamination is ordered in the above-captioned proceedings for overlapping claims of the same
patent. Both proceedings are inter partes reexamination proceedings. All proceedings are still

pending, and have not been terminated. Therefore, consideration of merger is ripe at this point in
time.

The 95/000,524 and 95/001,399 inter partes proceedings are merged. The merged proceeding
will be conducted in accordance with the guidelines and requirements that follow.

II. THE SAME CLAIMS MUST BE MAINTAINED IN ALL PROCEEDINGS

Patent owner is required to maintain the same claims (and specification) in all files throughout
the merged proceeding. Currently the specification and claims are identical in both proceedings.
Therefore a “housekeeping amendment” is NOT needed.

III. CONDUCT OF MERGED PROCEEDING

A. Governing regulations for the merged proceeding:

The present decision merges two inter partes reexamination proceedings. Pursuant to 37 CFR
1.989(b), the merged proceeding is governed by 37 CFR §§ 1.902 through 1.997.
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B. Inter partes Third Party Requester Participation:
1. Comment rights:

Upon merger of proceedings all inter partes requesters can comment pursuant to 35 U.S.C.
314(b)(2).! First, an inter partes requesters’ right to comment is contingent upon the patent
owner responding to, or commenting on, an Office action. Second, an inter partes requesters’
right to comment is limited to issues raised in either the Office action or the patent owner’s
response to the action. Finally, the inter partes requesters’ comments must be submitted within
30 days from the date of service of the patent owner’s response. No inter partes requester has a
right to comment on any issue raised outside the confines of the statute, e.g. issues raised in a
previous Office action (but not raised in the most recent Office action or response) or the request
and comments from another requester. Requester comments must be submitted within the
statutory time period of 30 days from date of service of patent owner’s response.

2. Appeal Rights:

The inter partes reexamination procedures for taking appeal, and for participating in the patent
owner’s appeal, are explained in MPEP 2674 through 2675.02, 2678 through 2683. As pointed
out in MPEP 2674:

A notice of appeal by a third party requester must identify each rejection that was
previously proposed by that third party requester which the third party requester
intends to contest. It is not sufficient to merely appeal from the allowance of a claim
(i.e., the examiner’s finding of a claim patentable); the third party requester must
identify each previously proposed rejection to be contested.

Thus, each inter partes reexamination requester’s appeal must only be taken from the finding(s)
of patentability of claims in the RAN that the individual third party requester proposed in the
request, and any that the individual third party requester properly added during the examination
stage of the merged proceeding. Also, as provided by 37 CFR 41.67(c)(1)(vi):

No new ground of rejection can be proposed by a third party requester appellant,
unless such ground was withdrawn by the examiner during the prosecution of the
proceeding, and the third party requester has not yet had an opportunity to propose it
as a third party requester proposed ground of rejection.

Thus, the appellant’s brief shall present a concise statement of each issue. And, no new ground
of rejection (i.e., a ground that the individual requester did not propose) can be proposed by a
third party requester appellant, unless that ground was withdrawn by the examiner during the
prosecution of the proceeding, and the third party requester did not yet have an opportunity to
propose it as a third party requester proposed ground of rejection.

! Each time that the patent owner files a response to an action on the merits from the Patent and Trademark Office,
the third-party requester shall have one opportunity to file written comments addressing issues raised by the action
of the Office or the patent owner's response thereto, if those written comments are received by the Office within 30
days after the date of service of the patent owner's response.
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It is to be noted that, because the ‘524 inter partes third party requester did not propose any
rejections of claim 9 in their request for reexamination, the ‘524 requester has no appeal rights as
to those claims as they appear in the ‘943 patent.

Likewise, it is to be noted that, because the ‘1399 inter partes third party requester did not
propose any rejections of claims 5 and 6 in their request for reexamination, the ‘1399 requester
has no appeal rights as to those claims as they appear in the ‘943 patent.

C. Papers mailed/filed:

All papers mailed by the Office throughout the merged proceeding will take the form of a single
action which applies to all proceedings. All papers issued by the Office, or filed by the patent
owner and the third party requesters, will contain the identifying data for all proceedings and will
be physically entered in each reexamination file. All papers filed by the patent owner and the
third party requesters must consist of a single paper, filed in duplicate, each bearing a signature
and identifying data for all files, for entry into each file.

All papers filed by patent owner and the third party requesters should be directed as follows:

by Mail to: Attn: Mail Stop "Inter Partes Reexam"
Central Reexamination Unit
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

by FAX to: (571) 273-9900
Central Reexamination Unit

by Hand to: Customer Service Window
Attn: Central Reexamination Unit
Randolph Building, Lobby Level
401 Dulany Street
Alexandria, VA 22314

by EFS: Registered users may submit papers via the
electronic filing system EFS-Web, at:

https://sportal.uspto.gov/authenticate/ authenticateuserlocalep£f1tml

Patent owner and requesters are reminded that every paper filed in the merged proceeding
subsequent to this decision must be served on all the other parties, and every paper filed must
reflect that such paper was served on all the other parties, pursuant to 37 CFR 1.903. All papers
are to be addressed to the Central Reexamination Unit as provided above.
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D. Amendments:

The filing of any amendments to the drawings, specification or claims must comply with 37 CFR
1.943, which incorporates the provisions of 37 CFR 1.530, and the guidelines of MPEP
§ 2666.01, which in turn references the guidelines of MPEP § 2250.

37 CFR 1.121 does not apply to amendments in reexamination. Accordingly, clean copies of the
amended claims are not required and are not to be submitted; rather amendments are to be
presented via markings pursuant to paragraph 37 CFR 1.530(f), except that a claim should be
canceled by a statement canceling the claim, without presentation of the text of the claim.
Pursuant to 37 CFR 1.530(i), all amendments must be made relative to the patent specification,
including the claims, and drawings, which are in effect as of the date of filing the request for
reexamination. Amendments are not to be made relative to previous amendments. Thus, for all
amendments, all words not appearing in the patent are always underlined, and only words being
deleted from the patent appear in brackets.

E. Fees:

Where a paper is filed that requires payment of a fee (e.g., petition fee, excess claims fee,
extension of time fee, appeal fee, brief fee, oral hearing fee), only a single fee need be paid. For
example, only one fee need be paid for any patent owner’s appellant brief (or that of an inter
partes reexamination requester) which may be filed, even though the brief relates to merged
multiple proceedings, and copies must be filed (as pointed out above) for each file in the merged
proceeding.

F. Citation of Patents and Printed Publications:

Upon return of the present merged proceeding to the examiner, the examiner will review the files
to ensure that each file contains identical citations of prior patents and printed publications, and
will cite such documents as are necessary as part of the next action in order to place the files in
that condition.

G. Appeal Procedure Reminders for /nter Partes Reexamination

The parties are reminded of the procedures for taking appeal in an inter partes reexamination as
explained in MPEP 2674 and 2675. The appeal must only be taken from (1) the rejection(s) of
the claims in the Right of Appeal Notice (RAN) that the patent owner proposes to contest, or (2)
the finding(s) of patentability of claims in the RAN that the third party requester proposes to
contest. Therefore, in the notice of appeal, the patent owner must identify each claim rejected by
examiner that the patent owner intends to contest and the third party requester must identify each
rejection that was previously proposed by that third party requester that the third party requester
intends to contest. (37 CFR 41.61) The appellant’s brief shall present a concise statement of
each issue. Further, no new ground of rejection can be proposed by a third party requester
appellant, unless such ground was withdrawn by the examiner during the prosecution of the
proceeding, and the third party requester has not yet had an opportunity to propose it as a third
party requester proposed ground of rejection. (37 CFR 41.67(c)(1)(vi))
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CONCLUSION

1. Inter partes Reexamination Control Nos. 95/00,524 and 95/001,399 are merged into a single
proceeding, to be conducted in accordance with the procedure set forth above in Part III of
this decision.

2. Any questions concerning this communication should be directed to Joseph F. Weiss, Jr,,
Legal Advisor, at 571-272-7759.

(P — VK— A"‘ - D/ — ‘(e [
Pinchus M. Laufer '

Senior Legal Advisor
Office of Patent Legal Administration
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. BEFORE THE
BOARD OF PATENT APPEALS AND INTERFERENCES

Inter partes Q.1 Press Controls B.V. QIPC North America v. Quad/Tech,

Inc.

Reexamination Control No. 95/000,526
Patent 6,867,423
Technology Center 3900

DECISION ON PETITION

This is a decision on patent owner’s “Petition under 37 C.F.R. § 1.183
to suspend 37 C.F.R. § 1.943(c),” filed December 21, 2010. Petitioner
requests waiver of the 14,000 word limit of 37 C.F.R. §1.943(c), to permit
entry of the patent owner’s appellant brief indicated to be 55 pages or 17,500
words. The petition fee of $400 in accordance with 37 C.F.R. § 41.20(a)

- was charged to petitioner’s ¢redit card account on December 21, 2010, along

with the appeal brief fee.



Inter Partes Reexamination Control No. 95/000,526
Patent No. 6,867,423

FINDINGS

1. On January 4, 2010, third party requester filed a request for inter
partes reexamination of U.S. Patent No. 6,867,423.

2. Reexamination was ordered and a non-final Office action was mailed
on February 5, 2010.

3. Patent owner filed a vresponse to the Office action on April 2, 2010,
and third party requesfer filed comments in reply to the Office action and
patent owner’s response on May 3, 2010, within the 50 page limit pursuant
to 37 C.F.R. § 1.943(b).

4. On June 24 2010, an Action Closing Prosecution (ACP) was mailed,
and on September 24, 2010, a Right of Appeal Notice (RAN) was mailed.
5. Patent Owner filed a Notice of Appeal on October 22, 2010, appealing
the rejections of claims 1-72.

6.  On December 21, 2010, Patent Owner filed an appellant’s brief
appealing the rejections of claims 1-72,~ and accompanied by the present

petition.



Inter Partes Reexamination Control No. 95/000,526
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DISCUSSION

In the present Petition, patent owner requests waiver of 37 C.F.R.
§ 1.943(c), which limits patent owner’s appellant brief to thirty pages or
14,000 words in length. The patent owner’s appellant brief is stated to be 55
pages and 17,500 words. |

Waiver is requested for the following reasons:

(1) The RAN mailed on September 24, 2010, 1s 62 pages, includes 12
separate grounds of rejection under 35 U.S.C. 103(a) of 72 claims, and
rejects 3 claims under 35 U.S.C. 112. There are new rejections being

formally addressed by the Patent Owner for the first time.

(2) Patent owner has attempted to minimize the length by grouping subject
matter where possible, and évoiding needless repetition using cross-
references to similar arguments (see appellant’s brief). The argument
section 1s 1.44 pages per grounds of rejection separately argued, much of

which consists of formal material required by the rules, e.g., separate

headings required by 37 C.F.R,. § 41.67(c)(1)(viii).

(3) Much of the additional length of appellant’s brief is taken up by other |
formal requirements, e.g., the Summary of Claimed Subject Matter section
(5 pages); the Grounds of Rejection to be Reviewed on Appeal section 3
pages); with all of the preliminary sections and due to the number of grounds
of rejection on appeal, the substance of the argument does not begin until

page 13 of the Appellant Brief.
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(4) Patent Owner does not acquiesce to any of the grounds of rejection
included in the Right of Appeal Notice, and contests each of the grounds on
appeal. Therefore, the brief includes at least 12 separate arguments (37
.C.F.R. § 41.67(c)(1)(viii))); and there are several individual rejections to be

considered séparately from the larger group.

RELEVANT AUTHORITY

37 CFR 1.183 provides:

In an extraordinary situation, when justice requires, any requirement of the regulations in this part
which is not a requirement of the statutes may.be suspended or waived by the Director or the
Director's designee, sua sponte, or on petition of the interested party, subject to such other
requirements as may be imposed. Any petition under this section must be accompanied by the
petition fee set forth in § 1.17(f).

37 CFR 1.943(c) provides:

Appellant's briefs filed by the patent owner and the third party requester shall not exceed thirty
pages or 14,000 words in length, excluding appendices of claims and reference materials such as
prior art references. All other briefs filed by any party shall not exceed fifteen pages in length or
7,000 words. If the page limit for any brief is exceeded, a certificate is required stating the .

* number of words contained in the brief.

MPEP § 2667 1.A.2 (Response ﬁled by Patent Owner that is too long) provides:

With respect to the length of the papers, the following additional information is to be noted.
Similar to the Federal Rules of Appellate Procedure, the provisions of 37 CFR 1.943(c) are
waived to the extent that the table of contents pages, the table of case law pages, and the pages of
the claims (but not claim charts applying the art to the claims) are excluded from the thirty (30)
page limit required by 37 CFR 1.943(c). Any affidavit or declaration (or a clearly defined portion
thereof) that contains opinion(s) of the affiant/declarant, or argument(s) that the art either does or
does not anticipate or render obvious the claims, or specific claim elements, of the patent under
reexamination, is considered to be part of the comments submitted by the patent owner, or by the
third party requester, and is subject to the page limit requirements of 37 CFR 1.943. Affidavits
or declarations that are excluded from the page limit requirements include, for example,
declarations attempting to swear behind (antedate) the filing date of a reference, or to establish
the date of a printed publication, or declarations that provide comparative test data and an
analysis of same. However, if the patent owner's affidavit or declaration includes any argument
as to how an outstanding/proposed rejection is overcome, then the page(s) of the affidavit or
-declaration upon which the argument appears would be included against the page limit count.
Likewise, if a third party requester affidavit or declaration includes any argument as to how a
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rejection is supported, then the page(s) of the affidavit or declaration upon which the argument
appears would be included against the page limit count. Similarly, attached exhibits presenting
data or drawings are not included against the page limit count, unless an exhibit or drawing
includes argument as to how the outstanding rejection is overcome. Any page(s) of the exhibit or
sheet(s) of drawings that include such argument would be included against the page limit count.

MPEP § 2667 1.B.2 (Response filed by Third Party Requester that is too long)

provides:
For additional information with respect to the length of papers, see Subsection I.A.2 above.

ANALYSIS

Upon review of the prosecution history of this proceeding, it is noted
that the patent owner and third party requester responses and comments prior
to appeal have been within the page limit requirements. However, the
appellant brief filed subsequent to. appeal is -signiﬁcantly longer, whereas the
rﬁles require that the appellant brief be more limited than pre-appeal
responses. Patent owner’s appellant brief filed on December 21, 2010, is
stated to be 55 pages and 17,500 words which count toward the limit of 30
pages and 14,000 words. | .

Petitioner’s reasons provided in support of waiving the page/word
limits focus on the 1ength of the RAN, the numerous rejections which are
appealed, and the fact that there are new rejections that Patent Owner has not
responded to before. However, the prosecution history reveals that the
patent owner chose to present an additional 60 claims in their amendment in
- response to the non-final Office action, without canceling any of the original
12 patent claims. It is not surprising that Patent Owner is now challenged by
the page and word limit, given that the number of claims being examined
has increased from 12 to 72, and is now six times the number of original

patent claims. The Patent Owner caused this challenge itself. Presenting
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the Office with 60 new claims is not conducive to expediting inter partes

reexamination .of the instant patent.

The RAN contains rejections under 35 U.S.C. 112 of 3 new claims,
and 12 separate grounds of rejection under 35 U.S.C. 103(a) of 72 claims, as
compared to the non-final action which contains 2 separate grounds of
rejection of 12 original patent claims. Patent owner’s amendment
necessitated new grounds of rejections by amending claims 5, 9 and 12, and
adding claims 13-72. Patent Owner did have an opportunity to respond to
the new rejections prior to the RAN, i.e., in response to the ACP of June 24,
2010, bu;[ elected not to. |

‘Patent Owner asserts that the length of appellant’s brief is due to the
number of grounds of rejection on appeal. Patent Owner does not acquiesce
to any of the grounds of rejection included in the Right of Appeal Notice,
and contests each of the grounds on appeal. Therefore, the brief includes at
least 12 separate arguments (37 C.F.R, § 41.67(c)(1)(viii))); and there are
several individual rejections to be considered separately from the larger
group. However, patent owner argues no less than 26 separate groupings of
12 grouﬁds of rejection under 35 U.S.C. 103(a). It is not surprising that
Patent Owner is now challenged by the page and word limit, given that the
number of issues has been expanded from 12 to 26, by virtue of all the
claims added by Patent Owner.

A persuasive showing has not been made that this situation is
extraordinary nor that justice requires that significantly more pages/words be
allotted to appellant’s brief éompared to prior responses and comments

submitted in reply to actions issued by the Office.
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DECISION

Appellant is given one opportunity to file a corrected appellant brief
in compliance with of 37 CFR 1.943(c), within a non-extendable time period
of 30 days/1 month (whichever is longer) from the mailing date of this
decision. If a corrected appellant brief is not timely submitted, the

| appellant’s appeal will be dismissed.

In view of the foregoing, the Petition is DENIED.

Jahesq. Mobre

Acting Chief Administrative Patent Judge

Counsel for Patent Owner:
Matthew A. Smith

FOLEY & LARDNER LLP
Suite 500

3000 K Street NW
Washington, DC 20007

Counsel for Third Party Requester:
Raymond J. Werner

2056 NW Aloclek Drive

Suite 314

Hillsboro, Oregon 97124
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PATENT NO. : 7232656 '
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ART UNIT : 3991

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903. :

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)



UNITED STATES DEPARTMENT OF COMMERCE

U.S. Patent and Trademark Office
Address : COMMISSIONER FOR PATENTS
P.0O.Box 1450
Alexandria, Virginia 22313-1450

APPLICATION NO./ FILING DATE FIRST NAMED INVENTOR / ATTORNEY DOCKET NO.
CONTROL NO. PATENT IN REEXAMINATION
95000528 05 March 2010 7232656
EXAMINER
KLAUBER & JACKSON
411 HACKENSACK AVENUE
HACKENSACK, NJ 07601
ART UNIT PAPER
20101018-1
MAILED
DATE MAILED: .
OCT 18 2010
CENTRAL REEXAMINATION UNIT

Please find below and/or attached an Office communication concerning this application or

proceeding.

PTO-90C (Rev.04-03)

Commissioner for Patents



United States Patent and Trademark Office

Commissioner for Patent

United States Patent and Trademark Office
. P.O.Box 1450

Alexandria, VA 22313-1450

WWW.USpto gov

KLAUBER & JACKSON (For Patent Owner)
411 HACKENSACK AVENUE
HACKENSACK, NJ 07601

VINSON & ELKINS, LLP ‘ (For Third Party Requester)
" FIRST CITY TOWER ,
1001 FANNIN STREET . MAILED

SUITE 2500 ' 3
HOUSTON, TX 77002-6760 OCT 18 2010

REINHART BOERNER VAN DEUREN S.C. (CourteSFNTBRY REEXAMINATION UNIT
ATTN: LINDA KASULKE,

DOCKET COORDINATOR

1000 NORTH WATER STREET

SUITE 2200 |

MILWAUKEE, WI 53202

In re Balasubramanian et al.

Inter Partes Reexamination Proceeding : DECISION
Control No. 95/000,528 : GRANTING

Filed: March5,2010 - : PETITION
For:  U.S. Patent No. 7,232,656 :

This is a decision on the August 17, 2010 third party requester petition entitled “PETITION TO
SUSPEND RULE 37 CFR § 1.943(b) PURSUANT TO THE PROVISIONS OF 37 CFR §
1.183.” The petition requests suspension of the requirement of 37 CFR 1.943(b) that the
comments by third party requester not exceed fifty (50) pages in length, and requests that the
page limit be extended to approximately 83 pages in order to fully address the May" 19, 2010
non-final Office action and the July 19, 2010 patent owner response. Third party requester
timely filed comments under 37 CFR 1.947 concurrently with the petition.

The petition is before the Office of Patent Legal Administration for consideration.
Third party requester’s petition under 37 CFR 1.183 to waive the 37 CFR 1.943(b) limit as to the

number of pages permitted in comments by third party requester is granted to the extent that the
.page limit for comments by third party requester is extended to not exceed 86 pages in length,




Reexamination Control No. 95/000,528 2

-excluding amendments, appendices of claims, and reference materials such as prior art
references.

FEES

The petition fee of $400.00 pursuant to 37 CFR 1.17(f) for third party requester’s petition under
37 CFR 1.183 has been paid.

REVIEW OF THE RELEVANT FACTS
1. OnlJune 19,2007, United States Patent Number 7,232,656 (the ‘656 patent) issued.

2. On January 27, 2010, a request for inter partes reexamination of the ‘656 patent was
deposited by a third party requester, which request was assigned Reexamination Control No.
95/000,528 (“the ‘528 proceeding”).

3. On March 5, 2010, a corrected request for inter partes reexamination of the ‘656 patent was
filed by the third party requester in the ‘528 proceeding, resulting in the proceeding being
granted a filing date of March 5, 2010.

4. On May 19, 2010, the Office issued an order granting inter partes reexamination in the ‘528
proceeding, with an accompanying Office action on the merits.

5. On July 19, 2010, patent owner timely filed an amendment and response to the Office
action.

6. On August 17,2010, third party requester filed the instant petition entitled “PETITION TO
SUSPEND RULE 37 CFR § 1.943(b) PURSUANT TO THE PROVISIONS OF 37 CFR §
1.183.” Third party requester timely filed a 37 CFR 1.947 comments submission
concurrently with the petition. ‘

DECISION

I. Relevant Regulations and Procedure

37 CFR 1.183 provides:

In an extraordinary situation, when justice requires, any requirement of the regulations in this part which
is not a requirement of the statutes may be suspended or waived by the Director or the Director’s
designee, sua sponte, or on petition of the interested party, subject to such other requirements as may be
imposed. Any petition under this section must be accompanied by the petition fee set forth in § 1.17(f).

37 CFR 1.943(b) provides:

Responses by the patent owner and written comments by the third party requester shall not exceed 50
pages in length, excluding amendments, appendices of claims, and reference materials such as prior art
references.
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MPEP § 2667(1), (TYPES OF PAPERS RETURNED WITH CENTRAL
REEXAMINATION UNIT DIRECTOR OR REEXAMINATION LEGAL
ADVISOR APPROVAL REQUIRED), provides in pertinent part:

% ok %k %k k

Any affidavit or declaration (or a clearly defined portion thereof) that contains opinion(s) of the
affiant/declarant, or argument(s) that the art either does or does not anticipate or render obvious the
claims, or specific claim elements, of the patent under reexamination, is considered to be part of the
comments submitted by the patent owner, or by the third party requester, and is subject to the page limit
requirements of 37 CFR 1.943. Affidavits or declarations that are excluded from the page limit
requirements include, for example, declarations attempting to swear behind (antedate) the filing date of a
reference, or to establish the date of a printed publication, or declarations that provide comparative test
data and an analysis of same. However, if the patent owner’s affidavit or declaration includes any
argument as to how an outstanding/proposed rejection is overcome, then the page(s) of the affidavit or
declaration upon which the argument appears would be included against of the page limit count. Likewise,
if a third party requester affidavit or declaration includes any argument as to how a rejection is supported,
then the page(s) of the affidavit or declaration upon which the argument appears would be included
against of the page limit count. Similarly, attached exhibits presenting data or drawings are not included

" against the page limit count, unless an exhibit or drawing includes argument as to how the outstanding
rejection is overcome. Any page(s) of the exhibit or sheet(s) of drawings that include such argument
would be included against the page limit count.

II. Third Party Requester’s Petition

In the instant petition, third party requester requests waiver of the requirement under 37 CFR
1.943(b) with respect to the 50-page limit for third party requester’s comments filed on August
17, 2010 to address the May 19, 2010 non-final Office action and the July 19, 2010 patent owner
response, and requests that the page limit be extended to approximately 83 pages.' In support of
its request for waiver of the rule, third party requester argues that patent owner’s amendments
necessitated the addition of three prior art references and that granting petition is “consistent with
the substantial interest of justice in order to effectively address each issue of patentability for the
original nine claims, as well as the twelve new claims.™

II1. Analysis and Findings

The instant petition under 37 CFR 1.183 has been fully considered. In this instance, petitioner
has made a showing in support of the request for waiver of the 50-page limit of 37 CFR 1.943(b)
by attempting to draft comments pursuant to 37 CFR 1.947 in compliance with the 50-page limit,
and submitting the resulting comments paper, which is in excess of 50 pages, concurrently with
the instant petition for waiver of 37 CFR 1.943(b) with respect to the submitted response.

Third party requester asserts that it “has attempted in good faith to comply with the 50 page limit -
in preparing comments to the Non-Final Office Action and the Response.” Pet. at 3. The third
party requester comments paper (excluding 1 cover page, 3 pages of Table of Contents and 1
page of table of exhibits) consist of 83 pages of arguments, and six exhibits. Four of the six

' Petition at page 3.
2d.
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exhibits (i.e., Exhibits PA-O, PA-P, PA-Q, and OTH-J) do not contain legal arguments and
therefore do not count toward the page limit.

It is noted that, any portion of an affidavit/declaration that does not strictly adhere to presenting
and explaining the evidence is subject to the 50-page limit of 37 CFR 1.943. Thus, opinion
evidence that goes beyond explaining the evidence - legal assertions and conclusions, e.g.
assertions of obviousness and anticipation, are counted as remarks, and are thus part of the 50-
page limit of 37 CFR 1.943.

Exhibits OTH-K and OTH-L are respectively, patent owner’s claim construction brief filed in the
concurrent litigation and a transcript of the claim construction hearing in the concurrent
litigation. Third party requester relies on one page (page 39) from Exhibit OTH-K and two
pages (pages 173 and 174) from Exhibit OTH-L to support its arguments on page 43 of the
comments. Consequently, these three pages from Exhibits OTH-K and OTH-L supporting third
party requester’s arguments count toward the page limit.

Accordingly, third party requester’s comments, in fofo, is 86 pages in length.

Upon review of the submitted response for economizing, extraneous material, and arrangement,
without repetition of information already of record, it is found that the 36 pages of arguments in
excess of 50 required to complete the third party requester’s comments are not unreasonable in
this instance, in view of the present facts and circumstances. The May 19, 2010 non-final Office
action is 71 pages in length (excluding 4 cover sheets and 2 pages of correspondence
information) and incorporates by reference a substantial number of pages of the request
throughout the Office action.

37 CFR 1.183 permits waiver of the page limitation requirement of the regulations in an
extraordinary situation when justice requires. Under the facts and circumstances currently of
record in the present inter partes reexamination proceeding, the instant third party requester
petition is deemed to establish that a waiver of 37 CFR 1.943(b) to the extent of permitting third
party requester's comments to run 86 pages in length is appropriate in the interest of justice.

Accordingly, the third party requester petition under 37 CFR 1.183 is granted to the extent that
the page limit of 37 CFR 1.943(b) is waived as to the 36 pages of the arguments portion of third
party requester’s August 17, 2010 comments submission that exceed the 50-page limit.

PATENT OWNER’S ADDRESS

The patent owner is called upon to coordinate the proper correspondence addresses in (1) the
patent and (2) the *528 proceeding. The current correspondence address of record in the patent
file is the proper patent owner address for reexamination mailings pursuant to 37 CFR 1.33(c),
and it is that of KLAUBER & JACKSON, 411 HACKENSACK AVENUE, HACKENSACK,
NJ 07601.

Accordingly, all future correspondence will be directed to KLAUBER & JACKSON, 411
HACKENSACK AVENUE, HACKENSACK, NJ 07601, unless patent owner changes the
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correspondence address of record in the patent (the same address should be explicitly made of
record in the reexammatlon proceeding).

As a one-time courtesy, this decision is being mailed to both addresses. However, as pointed out
above, the address of KLAUBER & JACKSON, 411 HACKENSACK AVENUE,
HACKENSACK, NJ 07601, will be used in future correspondence, unless the address of record
is changed as set forth above.

CONCLUSION

1. Third party requester’s petition under 37 CFR 1.183 is granted, and the page limit of 37 CFR
1.943(b) is waived to the extent that third party requester’s comments after the May 19, 2010
Office action and the July 19, 2010 patent owner response not exceed 86 pages in length,
excluding appendices of claims and reference materials, such as prior art references. This
waiver makes the August 17, 2010 third party requester comments submission page-length
compliant.

2. Telephone inquiries related to the present decision should be directed to the Susy Tsang-
Foster, Legal Advisor, at 571-272-7711.

/ Kenneth M. Schor/

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration

10-15-10
Kenpet8/



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandria, Virginia 22313-1450

Www.usplo.gov

[ APPLICATION NO. l FILING DATE | FIRST NAMED INVENTOR ' | ATTORNEY DOCKETNO. | CONFIRMATION NO. |
95/000,530 . 01/28/2010 7123708 019153-0001 4937
22850 7590 12/2812010 _ I EXAMINER I
OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET
ALEXANDRIA, VA 22314 r ART UNIT | PAPER NUMBER ]

DATE MAILED: 12/28/2010

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)



S5, UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patents and Trademark Office

P.O.Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
DO NOT USE IN PALM PRINTER
THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:
KELLEY DRYE & WARREN LLP MAILED =
3050 K STREET, N.W. ,.
SUITE 400 DEC 2 8 2010
WASHINGTON, D.C. 20007
CENTRAL REEXAMINATION UNF

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000530
PATENT NO. : 7123708

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of 'the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
-response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070{Rev.07-04)



Decision on Petition for Extension | Control No.: 95/000,530

of Time in Reexamination

1. THIS IS A DECISION ON THE PETITION FILED _23 December 2010 .

2. THIS DECISION IS ISSUED PURSUANT TO:
A. [] 37 CFR 1.550(c) - The time for taking any action by a patent owner in an ex parte reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.
B. X1 37 CFR 1.956 — The time for taking any action by a patent owner in an inter partes reexamination
- proceeding will be extended only for sufficient cause and for a reasonable time specified.
The petition is before the Central Reexamination Unit for consideration.

3. FORMAL MATTERS
Patent owner requests that the period for responding to the Office action mailed on 24 November 2010
which sets a one (1) month period for filing a response thereto, be extended by two (2) weeks

A. DX Petition fee per 37 CFR §1.17(g)):
i. [ Petition includes authorization to debit a deposit account.
i. [] Petition includes authorization to charge a credit card account.
i. [ Other: : ’
B. < Proper certificate of service was provided. (Not required in reexamination where patent owner is
requester.)
C. ] Petition was timely filed.
D. X Petition properly signed.

4. DECISION (See MPEP 2265 and 2665)
A. X] Granted or [] Granted-in-part for two (2) weeks because petitioner provided a factual accounting

that established sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).

[] other/comment:
B. [] Dismissed because:

i. [ Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).

i. [ Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory
time period.

ii. [] Petitioner failed to explain why, in spite of the action taken thus far, the requested
additional time is needed.

iv. [ The statements provided fail to establish sufficient cause to warrant extension of the time
for taking action (See attached).

v. ] The petition is moot.

vi. []. Other/comment:

5. CONCLUSION

Telephone inquiries with regard to this decision should be directed to Mark Reinhart at 571-272-1611 .In
his/her absence, calls may be directed to Eric Keasel at 571-272-4929 in the Central Reexamination Unit.

/Mark Reinhart/ SPE, AU 3992 Central Reexamination Unit
[Signature) (Title)

U.S. Patent and Trademark Office
PTO-2293 (Rev. 09-2010)
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
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WWww.uspto.gov

I APPLICATION NO. l FILING DATE | FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. ] CONFIRMATION NO. |
95/000,530 01/28/2010 7123708 019153-0001 4937
22850 7590 03/25/2011 | EXAMINER |

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET ,
ALEXANDRIA, VA 22314 ( ART UNIT [ papernumMBER |

DATE MAILED: 03/25/2011

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)



S, UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patents and Trademark Office
P.O.Box 1450

Alexandria, VA 22313-1450
WWW.UsSpto.gov

DO NOT USE IN PALM PRINTER -

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date: MI‘-\!LED
KELLEY DRYE & WARREN LLP ep 5 4144
3050 K STREET, N.W. : ke -
SUITE 400 CENTRAL REEXAMINATION U

WASHINGTON, D.C. 20007

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000530
PATENT NO. : 7123708

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

_If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)



Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

(For Patent Owner) M A‘”.E D
OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, LLP. '

1940 DUKE STREET [ ABEA1])
ALEXANDRIA VA 22314
‘ ~ CENTRAL REEXAMINATION UN
(For Requester)

KELLEY DRYE & WARREN LLP
3050 K STREET, NW

SUITE 400

WASHINGTON, DC 20007

In re: Gavillet

Reexamination Proceeding ;

Control No. 95/000,530 . DECISION
Request Deposited: January 28, 2010 ;

- For: U.S. Patent No. 7,123,708

This is a decision on the September 15, 2010 paper entitled “PETITION UNDER 37 CF.R. §
1.181(a)(1) TO DENY ENTRY OF IMPROPER THIRD PARTY RESPONSE”.

'Initially, it is noted that the request was premature under 37 CFR 1.181 as the examiner had not
yet taken action. Furthermore, the examiner took action on September 30, 2010 and found the
comments to exceed the page limit set forth in 37 CFR 1.943.

Accordingly, the September 15, 2010 petition is dismissed as either premature or moot.

CONCLUSION
1. Petitioner’s request to deny entry of the 3PR’s comments is dismissed.
2. Inquiries regarding this decision may be directed to Eric Keasel, Supervisory Patent

Examiner, at (571) 272-4929.



Application/Control Number: 95/000,530 Page 2
Art Unit: 3992

3. This decision is not a final agency decision and is without prejudice to request
reconsideration or higher-level review.

Eric Keasel
SPE, AU 3992, Central Reexamination Unit
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USPI0.OV
[ appucamonno. ] FILING DATE [ FIRST NAMED INVENTOR - ~ [ atrornEY DOCKETNO. | CONFIRMATION NO. ™ ]
95/000,530 01/28/2010 7123708 R 019153-0001 4937
2574 7590 0972012011 : I EXAMINER |
JENNER & BLOCK, LLP
353 N. Clark Street
CHICAGO, IL 60654-3456 [ arTUNIT | PapErNUMBER |

DATE MAILED: 09/20/2011

"Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)



UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE BOARD OF PATENT APPEALS
' AND INTERFERENCES

Inter Partes Peerless Network, LLC
V.
Neutral Tandem, Inc.

Reexamination Control No. 95/000,530
Patent No. 7,123,708
Technology Center 3900

DECISION ON PETITION

This is a decision on the patent owner’s “Pétition Under 37 C.F.R. §§ 41.3,
41.68 and 1.182 Regarding a Non-compliant Respondent’s Brief,” filed on July 25,
2011 (petition). The petition requests that the requester’s respondent brief of July
15, 2011, be rejected for not being compliant with-37 C.F.R. § 41.68(a)(3) because
i;t is not limited to the arguments raised in the appellant’s brief or 37 C.F.R.
§ 41.68(b)(2), because the brief introduces non-admitted evidence. The petition
fee of $400 has been charged to petitioner’s deposit account on July 26, 2011, as

authorized on the transmittal letter of the petition.



Inter Partes Reexamination Control No. 95/000,530
Patent No. 7,123,708 '

This is also a decision on “Third Party Requester’s Response to Patent
Owner’s Petition Under 37 C.F.R. §§ 41.3,41.68 and 1.182 Regardihg ‘Non-
compliant’ Respondent’s Brief,” filed on August 5, 2011 (opposition). The
opposition.acknowledges that the inclusion of a new argument in the respondent
brief was the result of oversight, but argues that no new evider;ce is introduced in
the respondent brief. The petition fee of $400 has been charged to petitioner’s

deposit account on August 9, 2011, as authorized on page 1 of the opposition.

‘See 75 Fed. Reg. 50,750-51 (Aug. 17, 2010) for authority of the Chief

Administrative Patent Judge.
FINDINGS

1. A request for inter partes reexamination of U.S. Patent No. 7,123,708 was filed -
on January 28, 2010, and was assigned control no. 95/000,530. |

2. On March 26, 2010, reexamination was ordered, and a non-final Office action
was mailed.

3. Prosecution was conducted and on March 11, 2011, a Right of Appeal Notice |
(RAN) was mailed. -

4, Patent owner filed éNotice of Appeal on April 11, 2011, and requester filed a

Notice of Cross-Appeal on April 15,2011.

Both patent owner and requester filed an appellant brief on June 15, 2011.

Botﬁ patent owner and requester filed a respondent brief on July 15, 2011.

Patent owner filed the pfesent petition on July 25; 2011. |

® N o @

Requester filed an opposition to the petition on August 5, 2011.



Inter Partes Reexamination Control No. 95/000,530
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DISCUSSION

The patent owner’s petition requests that the requester’s respondent brief of
July 15, 2011, be rejected for not being compliant with 37 C.F.R. § 41.68(a)(3),
because it is not limited to the arguments raised in the appellant’s brief, or with
37 C.F.R. § 41.68(b)(2) because the brief introduces non-admitted evidence. The
patent owner contiﬁgently requests that if the requester’s respondent brief is
entered as ﬁled,. then patent owner should be granted relief to introduce responsive
evidence into the record. The patent owner further requests that, if the requester’s
respondent brief is entered as filed, and patent owner is not permitted to introduce
responsive evidence, then prosecution should be reopened before the examiner.
The requester’s opposition acknowledges that the inclusion of a new argument in
the respondent brief was the result of oversight and requester agrees to submit a
revised respondent’s brief removing this argument. The opposition contends that
requester hés not introduced any new evidence in the respondent brief, as the
evidence was submitted by patent owner and entered into the reexamination file by

the examiner, and therefore properly cited by the requester in this appeal.

RELEVANT AUTHORITY

37 C.F.R. § 1.182 states:

All situations not specifically provided for in the regulations of this -
part will be decided in accordance with the merits of each situation by
or under the authority of the Director, subject to such other
requirements as may be imposed, and such decision will be
communicated to the interested parties in writing. Any petition
seeking a decision under this section must be accompanied by the
petition fee set forth in § 1.17(f).
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37 C.F.R. § 41.3 states:

(a) Deciding official. Petitions must be addressed to the Chief
Administrative Patent Judge. A panel or an administrative patent

judge may certify a question of policy to the Chief Administrative
Patent Judge for decision. The Chief Administrative Patent Judge may
delegate authority to decide petitions.

(b) Scope. This section covers petitions on matters pending before the
Board (§§ 41.35, 41.64, 41.103, and 41.205); otherwise, see §§ 1.181
to 1.183 of this title. The following matters are not subject to petition:

(1) Issues committed by statute to a panel, and

(2) In pending contested cases, procedural issues. See
§ 41.121(a)(3) and § 41.125(c).

(c) Petition fee. The fee set in § 41.20(a) must accompany any petition -
under this section except no fee is required for a petition under this
section seeking supervisory review.

(d) Effect on proceeding. The ﬁling of a petition does not stay the
time for any other action in a Board proceeding.

(e) Time for action.
(1) Except as otherwise provided in this part or as the Board
may authorize in writing, a party may:

(i) File the petition within 14 days from the date of the
action from which the party is requesting relief, and

(ii) File any request for reconsideration of a petition.
decision within 14 days of the decision on petition or
such other time as the Board may set.

(2) A party may not file an opposition or a reply to a petition
without Board authorization.
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37 C.F.R. § 41.68(a)(3) states:

The respondent brief shall be limited to issues raised in the appellant
brief to which the respondent brief is directed.

37 C.F.R. § 41.68(b)(2) states:

A respondent brief shall not include any new or non-admitted
amendment, or any new or non-admitted affidavit or other evidence.
See § 1.116 of this title for amendments, affidavits or other evidence
filed after final action but before or on the same date of filing an
appeal and § 41.63 for amendments, affidavits or other ev1dence filed
after the date of ﬁlmg the appeal.

ANALYSIS

The petition and opposition have been considered fully. A petition under -
37 C.F.R. § 1.182 to strike another party’s submission is only appropriate if a
submission is improper. A review of the record reveals that the patent owner’s
appellant brief of June 15, 2011, sets forth four (4) issues on appeal. The
requester’s respondent brief of July 15, 2011, states that réspondent disputes'
appellant’s issue 4 regarding commercial success, and discusses in the - |
“Arguments” section, the evidence that they are relying upon. In the opposition,
requester argues that requester has not introduced any new evidence in the
respondent brief, as the evidence relied upon was submitted by patent owner and
entered into the reexamination file by the exarhiner, and therefore properly cited by '
the requester in this appeal. | .

Pursuant to 37 C.F.R. § 41.68 (b)(2) “[a] respondent brief shall not include
any new or non-admitted amendment, or any new or non-admitted affidavits or

other evidence.” A review of the record reveals that the evidence relied upon in
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the requester’s respondent brief was submitted by the patent owner in.notices of
concurrent litigation on July 6, 2010, and July 26, 2010. Because the disputed
evidence was submitted by the patent owner prior to appeal, it is not “new”
evidence in the instant inter partes reexamination proceeding. Because the
disputed evidence was entered into the recofd of the instant inter partés
reexamination, and has not been found to be improper nor expunged, it is not
“unentered” evidence. Therefore, the requester’s respondent brief of July 15,
2011, is in compliance with 37 C.F.R. § 41.68(b)(2), but it is not in corhpliance
~with 37 C.F.R. § 41.68(a)(3), as conceded by requesfer in its opposition, and
therefore is not entered.
Accordingly, the patent owner’s petition is granted.
The patent owner’s contingent fequests for relief are moot in view of the non-entry
of the respondent brief.

The requester’s opposition is.granted-in-part.
CONCLUSION

The petition is GRANTED.

Requester hereby is given one opportunity to file a corrected respondent
brief in compliance with 37 C.F.R. § 41.68(a)(3), within a non-extendable time
period of one (1) month from the mailing date of this decision. If a compliant
respondent brief is not timely received, then the appeal will proceed without

consideration of a respondent brief.

Japngs Donald Smith
Chigf Administrative Judge
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(For Patent Owner)

(For Third Party Requester)

MAILED
FEB 22 7011
DECISION  CENTRAL SEEXAMINATION UNIT
DISMISSING
PETITION

This is a decision on the third party requester’s petition entitled “PETITION UNDER 37 C.F.R.
§ 1.183 TO INCREASE THE PAGE LIMIT FOR THIRD-PARTY REQUESTER’S

CORRECTED COMMENTS,” filed on December 8, 2010.

The third party requester petition is before the Office of Patent Legal Administration for

consideration.

The third party requester petition under 37 CFR 1.183 is dismissed as moot, for the reasons set

forth herein.
DECISION
L. Relevant Authority

37 CFR 1.183 provides:

In an extraordinary situation, when justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be
suspended or waived by the Director or the Director’s designee, sua sponte, or on
petition of the interested party, subject to such other requirements as may be
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imposed. Any petition under this section must be accompanied by the petition fee
set forth in § 1.17(%).

N

37 CFR 1.943(b) provides:

Responses by the patent owner and written comments by the third party requester
shall not exceed 50 pages in length, excluding amendments, appendices of claims,
and reference materials such as prior art references.

II. Third Party Requester Petition Under 37 CFR 1.183

In the instant petition under 37 CFR 1.183, third party requester requests waiver of the
requirement under 37 CFR 1.943(b) with respect to the 50-page limit for the October 15, 2010
third party requester corrected comments after patent owner’s July 1, 2010 supplemental
response,' and requests that the page limit be extended beyond the 400-page limit granted by the
May 12, 2010 Office decision in the event that the text incorporated from the record into the
corrected comments counts toward the page limit.2

II1. Analysis and Findings

The instant petition under 37 CFR 1.183 has been fully considered. In this instance, petitioner
third party requester’s October 15, 2010 corrected comments submission includes a 371-page
remarks section, a three-page declaration under 37 CFR 1.132 by Jeffrey Stein (the Stein
declaration) and a 17-page declaration under 37 CFR 1.132 by Deborah L. McGuinness (the
McGuinness declaration). It is noted that the remarks section incorporates documents already of
record in the present proceeding. '

A document is deemed to be subject to the 50-page length requirement when the document
includes legal argument, i.e., arguments of counsel such as, e.g., arguments that the claims are
patentable or unpatentable, or that are directed to how an outstanding or proposed rejection is
overcome, or, in the case of a document filed by the requester, how an outstanding or proposed
rejection is supported. There are no per se rules for determining whether a document, such as an
affidavit or declaration, contains a legal argument that will cause the document to be subject to
the page count.” Each determination is made on a case-by-case basis. In determining whether a
document such as an affidavit or declaration under 37 CFR 1.132, or any other document of a
submission, includes legal argument, the Office analyzes whether the document is providing
factual evidence, i.e., evidence of technological facts, or whether the document is merely an
extension of the arguments of counsel. Factual evidence includes, for example, declarations that
swear behind the filing date of a reference, that establish the date of a printed publication, that
provide a technical explanation or technical definition of terms of art used by a reference, or that
provide comparative test results and a scientific, or technological, analysis of the results (see,

' The October 15, 2010 corrected comments were filed in response to the September 30, 2010 decision entitled
“Decision Dismissing Petition and Sua Sponte Expunging Improper Papers”.
2 Third party requester petition at 3.
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e.g., MPEP 716.02). If a document is limited to factual evidence, the document is not included in
the page count. In addition, affidavits or declarations limited to establishing commercial
success, long-felt need and failure of others, skepticism of experts, or copying, as per MPEP
716.03 -716.06, respectively, will not be included in the page count.

The Stein declaration is determined to be free of legal argument.

The 371-page remarks section contains legal arguments. The documents already of record that
are incorporated by reference into the remarks section do not count toward the page limit.

The 17-page McGuinness declaration is replete with legal argument. See e.g., the arguments
regarding claim construction (paragraphs 11-14); arguments that the skilled artisan would “easily
modify” the discussed references, or “easily incorporate” the teachings of a reference or common
knowledge in the teachings of a primary reference (to achieve the subject matter of the patent
claims), or that one of ordinary skill could have pursued any of these potential ways with a
reasonable expectation of success (found throughout the declaration — see e.g., paragraphs 19,
23, 24, 28, 33, and 36).

Therefore, the 371-page remarks section and the 17-page McGuinness declaration, totaling 388
pages, are subject to and are within the requester’s 400-page limit.

Accordingly, the December 8, 2010 third party requester petition requesting waiver of 37 CFR
1.943(b) 1s dismissed as moot.

CONCLUSION

1. Third party requester’s December 8, 2010 petition requesting waiver of 37 CFR 1.943(b) is
dismissed as moot. Third party requester’s corrected comments submission filed on
October 15, 2010 is deemed to be page-length compliant.

2. Any questions concerning this communication should be dlrected to Susy Tsang- Foster
Legal Advisor, at (571) 272-7711.

Co,ddole Z WMo ihin_

Cynthid L. Nessler
Senior Legal Advisor
Office of Patent Legal Administration

2/22/11
Cindypet8/IP/length
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Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947. .

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.
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In re Norris et al. :
Inter Partes Reexamination Proceeding :  DECISION DISMISSING

Control No. 95/000,533 :  PETITION
Filed: February 11, 2010 :
For: U.S. Patent No. 7,113,919

The paper filed June 25, 2010 by Robert Saltzberg of Morrison & Foerster LLP in San Francisco
CA, representing Third Party Requester in the reexamination proceeding, entitled “PETITION
TO STRIKE PATENT OWNER’S RESPONSE” is before the Director of Technology Center
(TC) 1600, who oversees the Central Reexamination Unit. The petition is being treated as a
petition under 37 CFR 1.181.

The third party requester petition is dismissed as premature.
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10.

11.

12.

BACKGROUND

On September 26, 2006, United States Patent No. 7,113,919 (“the ‘919 patent”) issued to
Norris et al.

On February 11, 2010, a request for inter partes reexamination of the ‘919 patent was
filed by a third party requester (requester), which request was assigned Reexamination
Control No. 95/000,533 (the 533 proceeding).

On March 15, 2010, the Office mailed an order granting inter partes reexamination in the
‘533 proceeding.

Also on March 15, 2010, the Office mailed a non-final Office action on the merits in the
‘533 proceeding.

On March 30, 2010, the patent owner filed a petition under 37 CFR 1.183 entitled
“Petition for Increase of Page Limit for Patent Owner’s Response Pursuant to 37 C.F.R.
1.183 and 1.943(b)” (the March 30, 2010 patent owner petition).

Also on March 30, 2010, the patent owner filed a request for a two-month extension of
time to respond to the March 15, 2010 Office action.

On April 16, 2010, the Office mailed a decision granting in part patent owner’s March
30, 2010 request for extension of time, extending patent owner’s time period to respond
to the March 15, 2010 Office action by one month.

On May 12, 2010, the Office mailed a decision granting the March 30, 2010 patent owner
petition. The May 12, 2010 decision waived the page length requirements to the extent
that patent owner’s response to the March 15, 2010 Office action not exceed 400 pages in
length. The May 12, 2010 decision also sua sponte waived the page length requirements
to the extent that any comments filed by the requester in response to patent owner’s
response not exceed 400 pages in length.

On May 27, 2010, the patent owner filed a petition entitled “Petition to Vacate the Order
Granting Reexamination.”

On June 10, 2010, the requester filed a petition paper entitled “Opposition Petition to
Patent Owner’s Petition to Vacate the Order Granting Reexamination.”

On June 15, 2010, the patent owner timely filed a response to the March 15, 2010 Office
action (the June 15, 2010 response). The response is 158 pages in length.

On June 25, 2010, the requester filed a petition entitled “Petition to Strike Patent Owner’s
Response.”
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13. On July 1, 2010, the patent owner filed a supplemental response to the March 15, 2010
Office action, which is apparently a substantial duplicate of the June 15, 2010 patent
owner response, with the exception that the supplemental response corrects typographical
and formatting errors found in claim amendment portion of the June 15, 2010 patent
owner response, and includes an additional 5-page chart providing support for the claim
amendments (the July 1, 2010 supplemental response).

14. To date, the examiner has not acted upon the June 15, 2010 response and the replacement
July 1, 2010 supplemental response.

DECISION

As pointed out, the third party requester filed a June 25, 2010 petition, which is being treated as a
petition under 37 CFR 1.181 to invoke supervisory authority to not enter the patent owner
response, dated June 15, 2010. However, there has been no decision by the examiner if the
patent owners June 15, 2010 response is in compliance with Office rules and procedures.
Accordingly, it is premature to invoke supervisory authority regarding entry or refusal to enter
the June 15, 2010 response because the examiner has not made his or her decision. Thus, the
third party requester’s June 25, 2010 petition is premature, and it is dismissed.

In addition, if the examiner accepts the patent owner’s July 1, 2010 supplemental response in
place of the June 15, 2010 response, third party requester’s June 25, 2010 petition would be
rendered moot.

CONCLUSION

1. The June 25, 2010 requester petition is dismissed as premature.

2. Telephone inquiries related to this decision should be directed to Eric Keasel,
Supervisory Patent Examiner, at (571) 272-4929.

At

Irem Yl‘éel, Director
Technology Center 1600
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THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:

ROBERT A. SALTZBERG MAILED
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425 MARKET STREET AUG 31 2011
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Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000533
PATENT NO. : 7113919

TECHNOLOGY CENTER : 3999

ART UNIT : 3993

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the -mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.
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In re Norris et al. :
Inter Partes Reexamination Proceeding :  DECISION DISMISSING
Control No. 95/000,533 . PETITION
. Filed: February 11, 2010 :
For: U.S. Patent No. 7,113,919

The patent owner paper, filed May 27, 2010, entitled “PETITION TO VACATE THE ORDER
GRANTING REEXAMINATION” and the third party requester’s paper, filed June 10, 2010,
entitled “OPPOSITION PETITION TO PATENT OWNER’S PETITION TO VACATE THE
ORDER GRANTING REEXAMINATION” are before the Director of Technology Center (TC)
1600, who oversees the Central Reexamination Unit. The petition and opposition are being
treated as petitions under 37 CFR 1.181. The petition and opposition contain issues related to
petitions under 37 CFR 1.181, 1.182, and 1.183, which does not comply with the requirements of
37 CFR 1.4. The petition states, in part, that the order granting reexamination in the proceeding
should be vacated because the request is not confined to issues raising a substantial new question
of patentability. Only this portion of the petition is being addressed.

The patent owner’s petition to strike is dismissed as untimely.

The third party requester’s opposition is dismissed.
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10.

BACKGROUND

. On September 26, 2006, United States Patent No. 7,113,919 (“the ‘919 patent”) issued

to Norris et al.

On February 11, 2010, a request for inter partes reexamination of the ‘919 patent was
filed by a third party requester (requester), which request was assigned Reexamination
Control No. 95/000,533 (the ‘533 proceeding).

On March 15, 2010, the Office mailed an order granting inter partes reexamination in
the ‘533 proceeding.

. Also on March 15, 2010, the Office mailed a non-final Office action on the merits in the

‘533 proceeding.

On March 30, 2010, the patent owner filed a petition under 37 CFR 1.183 entitled
“Petition for Increase of Page Limit for Patent Owner’s Response Pursuant to 37 C.F.R.
1.183 and 1.943(b)” (the March 30, 2010 patent owner petition).

Also on March 30, 2010, the patent owner filed a request for a two-month extension of
time to respond to the March 15, 2010 Office action.

On April 16, 2010, the Office mailed a decision granting in part patent owner’s March
30, 2010 request for extension of time, extending patent owner’s time period to respond
to the March 15, 2010 Office action by one month.

On May 12, 2010, the Office mailed a decision granting the March 30, 2010 patent
owner petition. The May 12, 2010 decision waived the page length requirements to the
extent that patent owner’s response to the March 15, 2010 Office action not exceed 400
pages in length. The May 12, 2010 decision also sua sponte waived the page length
requirements to the extent that any comments filed by the requester in response to patent
owner’s response not exceed 400 pages in length.

On May 27, 2010, the patent owner filed a petition entitled “Petition to Vacate the Order
Granting Reexamination.”

On June 10, 2010, the requester filed a petition paper entitled “Opposition Petition to
Patent Owner’s Petition to Vacate the Order Granting Reexamination.”
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STATEMENT OF RELEVANT AUTHORITY

37 CFR 1.181(f) states:

The mere filing of a petition will not stay any period for reply that may be running
against the application, nor act as a stay of other proceedings. Any petition under
this part not filed within two months of the mailing date of the action or notice
from which relief is requested may be dismissed as untimely, except as otherwise
provided. This two-month period is not extendable. (Emphasis added.)

DECISION

The patent owner (petitioner) requests that the reexamination proceeding be vacated. The
petitioner considers the action taken by the Office by granting the Order to reexamine the
patent as an ultra vires or improper action by the Office.

The request to vacate the reexamination proceeding is dismissed, as untimely.

The patent owner brings before the Office a petition under 37 CFR § 1.181(a)(3) to
vacate an ordered reexamination proceeding because allegedly contains issues not limited
to whether a substantial new question of patentability is raised. The patent owner filed the
petition on May 27, 2010. The action from which relief is requested is the order granting
reexamination, which was mailed on March 15, 2010. Therefore, the petition was filed
over two months from the mailing date of the action from which relief is requested. As
quoted above, 37 CFR 1.181(f) requires petitions under that section be filed within two
months from the mailing date of the action from which relief is requested and that such
time period is not extendable.

While it is noted that the patent owner’s petition includes a statement that “[t]o the extent that
entry and consideration of this petition requires suspension of the rules, such as 37 C.F.R. §§
1.181 and 1.939, suspension is requested pursuant to 37 C.F.R. § 1.183,” such a statement is not
a proper and grantable petition under 37 CFR 1.183. As noted above, 37 CFR 1.4(a) requires
_separate papers for different issues. In addition, 37 CFR 1.183 requires a showing that waiver of
the rules is necessary to justly address an extraordinary situation. Therefore, the petition is
subject to the requirements of 37 CFR 1.181(f) and is dismissed as untimely because it was not
filed within the two month time period required by 37 CFR 1.181(f).

The requester’s opposition petition of September 13, 2010 is dismissed because patent owner’s
petition is determined to be untimely, without addressing the merits.
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CONCLUSION

1. The August 31, 2010 patent owner petition is dismissed as untimely without
consideration of the merits.

2. The September 13, 2010 requester opposition petition is dismissed.

3. Telephone inquiries related to this decision should be directed to Eric Keasel,
Supervisory Patent Examiner, at (571) 272-4929.

Irem (’ucel, Director
Technology Center 1600
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Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000533
PATENT NO. : 7113919

TECHNOLOGY CENTER : 3999

ART UNIT : 3993 ’

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted. :

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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In re Norris et al.

Inter Partes Reexamination Proceeding
Control No. 95/000,533

Filed: February 11, 2010

For: U.S. Patent No. 7,113,919

. Commissioner for Patents
United States Patent and Trademark Office
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Alexandria, VA 22313-1450

www.uspto.gov

(For Patent Owner)

MAILED
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(For Third Party Requester)

DECISION DISMISSING
PETITION

The patent owner paper, filed August 31, 2010, entitled “PETITION TO STRIKE
REQUESTER’S SUPPLEMENTAL RESPONSE” and the third party requester’s paper, filed
September 13, 2010, entitled “OPPOSITION TO PATENT OWNER'’S PETITION TO STRIKE
REQUESTER’S SUPPLEMENTAL RESPONSE” are before the Director of Technology Center
(TC) 1600, who oversees the Central Reexamination Unit. The petition and opposition are being

treated as petitions under 37 CFR 1.181.
The patent owner’s petition to strike is dismissed as moot.

The third party requester’s opposition is dismissed.
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10.

11.

12.

BACKGROUND

On September 26, 2006, United States Patent No. 7,113,919 (“the ‘919 patent”) issued to
Norris et al.

On February 11, 2010, a request for inter partes reexamination of the ‘919 patent was
filed by a third party requester (requester), which request was assigned Reexamination
Control No. 95/000,533 (the ‘533 proceeding).

On March 15, 2010, the Office mailed an order granting inter partes reexamination in the
‘533 proceeding. :

Also on March 15, 2010, the Office mailed a non-final Office action on the merits in the
533 proceeding.

On March 30, 2010, the patent owner filed a petition under 37 CFR 1.183 entitled
“Petition for Increase of Page Limit for Patent Owner’s Response Pursuant to 37 C.F.R.
1.183 and 1.943(b)” (the March 30, 2010 patent owner petition).

Also on March 30, 2010, the patent owner filed a request for a two-month extension of
time to respond to the March 15, 2010 Office action.

On April 16, 2010, the Office mailed a decision graﬁting in part patent owner’s March
30, 2010 request for extension of time, extending patent owner’s time period to respond
to the March 15, 2010 Office action by one month.

On May 12, 2010, the Office mailed a decision granting the March 30, 2010 patent owner
petition. The May 12, 2010 decision waived the page length requirements to the extent
that patent owner’s response to the March 15, 2010 Office action not exceed 400 pages in
length. The May 12, 2010 decision also sua sponte waived the page length requirements
to the extent that any comments filed by the requester in response to patent owner’s
response not exceed 400 pages in length.

On May 27, 2010, the patent owner filed a petition entitled “Petition to Vacate the Order
Granting Reexamination.”

On June 10, 2010, the requester filed a petition paper entitled “Opposition Petition to
Patent Owner’s Petition to Vacate the Order Granting Reexamination.”

On June 15, 2010, the patent owner timely filed a response to the March 15, 2010 Office
action (the June 15, 2010 response). The response is 158 pages in length.

On June 25, 2010, the requester filed a petition entitled “Petition to Strike Patent Owner’s
Response.”
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13.

14.

15.

16.

17.

18.

19.

20.

21.

22.

On July 1, 2010, the patent owner filed a supplemental response to the March 15, 2010
Office action, which is apparently a substantial duplicate of the June 15, 2010 patent
owner response, with the exception that the supplemental response corrects typographical
and formatting errors found in claim amendment portion of the June 15, 2010 patent
owner response, and includes an additional 5-page chart providing support for the claim
amendments (the July 1, 2010 supplemental response).

On July 15, 2010 the requester filed a comments submission, including an 841-page
comments section, a three-page declaration under 37 CFR 1.132 by Jeffrey Stein (the
Stein declaration), and a 26-page declaration under 37 CFR 1.132 by Deborah I.
McGuinness (the McGuinness declaration).

Also on July 15, 2010, the requester filed a petition entitled “Petition for Increase of Page
Limit for Third Party Requester Comments Pursuant to 37 C.F.R. §§ 1.183 and 1.943(b)”
(the July 15, 2010 requester petition).

On July 26, 2010, the requester filed a supplemental comments submission, including an
880-page comments section, and copies of the Stein and McGuinness declarations
originally submitted on July 15, 2010.

Also on July 26, 2010, the requester filed a petition entitled “Petition for Increase of Page
Limit for Third Party Requester Supplemental Comments Pursuant to 37 C.F.R. §§ 1.183
and 1.943(b)” (the July 26, 2010 requester petition).

On August 5, 2010, the patent owner filed an opposition paper entitled “Opposition
Petition to Petitions for Increase of Page Limit for Third Party Requester Comments
Pursuant to 37 C.F.R. §§ 1.182 and 1.943(b)” (the August 5, 2010 patent owner
opposition).

On August 31, 2010, the patent owner filed a petition entitled “Petition to Strike
Requester’s Supplemental Response.”

On September 13, 2010, the requester filed an opposition paper entitled “Opposition
Petition to Patent Owner’s Petition to Strike Requester’s Supplemental Response.”

On September 30, 2010, the Office mailed a decision on the third party requester’s July
15,2010 and July 26, 2010 petitions and the patent owner’s August 5, 2010. The
decision expunged the third party requester’s comments of July 15, 2010 and July 26,
2010 and gave the requester’s 15 days to supply a replacement comments.

On October 15, 2010, the third party requester submitted replacement comments.
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DECISION

As pointed out, the patent owner filed an August 31, 2010 petition, which is being treated as a
petition under 37 CFR 1.181 to invoke supervisory authority to not enter the July 26, 2010
supplemental comments. On September 30, 2010, Office mailed a decision, which addressed
other petitions and found the July 26, 2010 supplemental comments to be improper papers. The
decision expunged the July 26, 2010 supplemental comments from the proceeding record.
Accordingly, the relief requested by the August 31, 2010 patent owner petition has already been
granted. Thus, the patent owner’s August 31, 2010 petition is moot, and thereby dismissed. The
third party requester’s September 13, 2010 opposition is dismissed for the same reasons the July
26, 2010 supplemental comments have been held to be improper papers as set forth in the
September 30, 2010 decision.

CONCLUSION
1. The August 31, 2010 patent owner petition is dismissed as moot.
2. The September 13, 2010 requester opposition petition is dismissed.
3. Telephone inquiries related to this decision should be directed to Eric Keasel,

Supervisory Patent Examiner, at (571) 272-4929.

Do fpae——

Irem Yﬁ’cel, Director
Technology Center 1600
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Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000533
PATENT NO. : 7113919

TECHNOLOGY CENTER : 3999

ART UNIT : 3993

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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In re Norris et al.

Inter Partes Reexamination Proceeding
Control No. 95/000,533

Filed: February 11, 2010

For: U.S. Patent No. 7,113,919
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DECISION DISMISSING
PETITION

The patent owner paper, filed November 24, 2010, entitled “PETITION TO STRIKE AND
EXPUNGE REQUESTER’S CORRECTED COMMENTS” and the third party requester’s
paper, filed December 8, 2010, entitled “OPPOSITION TO PATENT OWNER'’S PETITION TO
STRIKE AND EXPUNGE REQUESTER’S CORRECTED COMMENTS” are before the
Director of Technology Center (TC) 1600, who oversees the Central Reexamination Unit. The
petition and opposition are being treated as petitions under 37 CFR 1.181.

The patent owner’s petition to strike is dismissed as premature.

The third party requester’s opposition is dismissed as premature.
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10.

11.

12.

BACKGROUND

On September 26, 2006, United States Patent No. 7,113,919 (“the ‘919 patent”) issued to
Norris et al.

On February 11, 2010, a request for inter partes reexamination of the ‘919 patent was
filed by a third party requester (requester), which request was assigned Reexamination
Control No. 95/000,533 (the ‘533 proceeding).

On March 15, 2010, the Office mailed an order granting inter partes reexamination in the
533 proceeding.

Also on March 15, 2010, the Office mailed a non-final Office action on the merits in the
‘533 proceeding.

On March 30, 2010, the patent owner filed a petition under 37 CFR 1.183 entitled
“Petition for Increase of Page Limit for Patent Owner’s Response Pursuant to 37 C.F.R.
1.183 and 1.943(b)” (the March 30, 2010 patent owner petition).

Also on March 30, 2010, the patent owner filed a request for a two-month extension of
time to respond to the March 15, 2010 Office action.

On April 16, 2010, the Office mailed a decision granting in part patent owner’s March
30, 2010 request for extension of time, extending patent owner’s time period to respond
to the March 15, 2010 Office action by one month.

On May 12, 2010, the Office mailed a decision granting the March 30, 2010 patent owner
petition. The May 12, 2010 decision waived the page length requirements to the extent
that patent owner’s response to the March 15, 2010 Office action not exceed 400 pages in
length. The May 12, 2010 decision also sua sponte waived the page length requirements
to the extent that any comments filed by the requester in response to patent owner’s
response not exceed 400 pages in length.

On May 27, 2010, the patent owner filed a petition entitled “Petition to Vacate the Order
Granting Reexamination.”

On June 10, 2010, the requester filed a petition paper entitled “Opposition Petition to
Patent Owner’s Petition to Vacate the Order Granting Reexamination.”

On June 15, 2010, the patent owner timely filed a response to the March 15, 2010 Office
action (the June 15, 2010 response). The response is 158 pages in length.

On June 25, 2010, the requester filed a petition entitled “Petition to Strike Patent Owner’s
Response”. :
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13.

14.

15.

16.

17.

18.

19.

20.

21.

22.

23.

On July 1, 2010, the patent owner filed a supplemental response to the March 15, 2010
Office action, which is apparently a substantial duplicate of the June 15, 2010 patent
owner response, with the exception that the supplemental response corrects typographical

.and formatting errors found in claim amendment portion of the June 15, 2010 patent

owner response, and includes an additional 5-page chart providing support for the claim
amendments (the July 1, 2010 supplemental response).

On July 15, 2010 the requester filed a comments submission, including an 841-page
comments section, a three-page declaration under 37 CFR 1.132 by Jeffrey Stein (the
Stein declaration), and a 26-page declaration under 37 CFR 1.132 by Deborah I.
McGuinness (the McGuinness declaration).

Also on July 15, 2010, the requester filed a petition entitled “Petition for Increase of Page
Limit for Third Party Requester Comments Pursuant to 37 C.F.R. §§ 1.183 and 1.943(b)”
(the July 15, 2010 requester petition).

On July 26, 2010, the requester filed a supplemental comments submission, including an
880-page comments section, and copies of the Stein and McGuinness declarations
originally submitted on July 15, 2010.

Also on July 26, 2010, the requester filed a petition entitled “Petition for Increase of Page
Limit for Third Party Requester Supplemental Comments Pursuant to 37 C.F.R. §§ 1.183
and 1.943(b)” (the July 26, 2010 requester petition).

On August 5, 2010, the patent owner filed an opposition paper entitled “Opposition
Petition to Petitions for Increase of Page Limit for Third Party Requester Comments
Pursuant to 37 C.F.R. §§ 1.182 and 1.943(b)” (the August S, 2010 patent owner
opposition).

On August 31, 2010, the patent owner filed a petition entitled “Petition to Strike
Requester’s Supplemental Response.”

On September 13, 2010, the requester filed an opposition paper entitled “Opposition
Petition to Patent Owner’s Petition to Strike Requester’s Supplemental Response.”

On September 30, 2010, the Office mailed a decision on the third party requester’s July
15, 2010 and July 26, 2010 petitions and the patent owner’s August 5, 2010. The
decision expunged the third party requester’s comments of July 15, 2010 and July 26,
2010 and gave the requester’s 15 days to supply a replacement comments.

On October 15, 2010, the third party requester submitted replacement comments.

On November 24, 2010, the patent owner submitted a petition entitled “Petition to Strike
and Expunge Third Party Requester’s Corrected Comments.”
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24.  On December 8, 2010, the third party requester submitted an opposition to patent owner’s
November 24, 2010 petition.

25. To date, the examiner has not acted upon the October 15, 2010 replacement comments.

DECISION

As pointed out, the patent owner filed a November 24, 2010 petition, which is being treated as a
petition under 37 CFR 1.181 to invoke supervisory authority to not enter the October 15, 2010
replacement comments. On December 8, 2010, requester filed an opposition to patent owner’s
November 24, 2010 petition. However, there has been no decision by the examiner if the
requester’s October 15, 2010 replacement comments are in compliance with Office rules and
procedures. Accordingly, it is premature to invoke supervisory authority regarding entry or
refusal to enter the October 15, 2010 replacement comments because the examiner has not made
his or her decision. Thus, the patent owner’s November 24, 2010 petition and third party
requester’s December 8, 2010 opposition are premature, and they are dismissed.

CONCLUSION

1. The November 24, 2010 patent owner petition is dismissed as premature.
2. The December 8, 2010 requester opposition petition is dismissed as premature.

3. Telephone inquiries related to this decision should be directed to Eric Keasel,
Supervisory Patent Examiner, at (571) 272-4929.

Lifuoc_—
Irem Yﬁcel, Director
Technology Center 1600
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Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
‘response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Inter Partes Reexamination Proceeding : DECISION

Control No. 95/000,534 :  DISMISSING

Filed: February 11, 2010 : : PETITIONS
For: U.S. Patent No. 7,422,053 :

This is a decision on third party requester’s August 23, 2010 petition paper entitled “PETITION
UNDER 37 CF.R. § 1.182 TO SET ASIDE THE U.S.P.T.0'S UNLAWFULLY
PROMULGATED ‘NEW TECHNICAL TEACHING RULE’ AND TO VACATE AND
REMAND THE INSTANT REEXAMINATION ORDER FOR A NEW DETERMINATION,”
and the concurrently filed petition paper entitled “PETITION UNDER 37 C.FR. § 1.183 TO
SUSPEND 37 C.F.R. 1.915(b)(3), THE ‘NEW TECHNICAL TEACHING RULE’ OF MPEP
2616, AND 37 C.F.R. § 1.939(a).”

The third party requester petitions are before the Office of Patent Legal Administration.

A petition fee of $400.00 pursuant to 37 CFR 1.17(f) for the petition under 37 CFR 1.182 was
charged to requester’s credit card on August 24, 2010, and a petition fee of $400.00 pursuant to
37 CFR 1.17(f) for the petition under 37 CFR 1.183 was also charged to requester’s credit card
on August 24, 2010.

The third party requester petitions under 37 CFR 1.182 and 1.183 are dismissed, for the reasons
set forth herein.

BACKGROUND

1. On September 9, 2008, United States Patent No. 7,422,053 (“the ‘053 patent”) issued to Siu.
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I

On February 11, 2010, a request for inter partes reexamination of claims 1-25 of the 053
patent was filed by a third party requester. The request was assigned Reexamination Control
No. 95/000,534 (“the ‘534 proceeding”).

. On April 26, 2010, the Office issued an order in the ‘534 proceeding granting inter partes

reexamination of claims 8 11-17, and 22 of the ‘053 patent accompanied by a non-final
Office action on the merits.'

On May 26, 2010, third party requester filed a petition under 37 CFR 1.181 requesting
supervisory review of the examiner’s determination that the request for inter partes

reexamination failed to establish a substantial new question of patentability (SNQ) for claims
1-7,9-10, 18-21, and 23-25 of the 053 patent.

On June 23, 2010, the Office issued a decision denying third party requester’s May 26, 2010
petition under 37 CFR 1.181.

. On August 23, 2010, third party requester filed the following petition papers:

(1) “PETITION UNDER 37 C.F.R. § 1.182 TO SET ASIDE THE U.S.P.T.O.'s
UNLAWFULLY PROMULGATED ‘NEW TECHNICAL TEACHING RULE’ AND
TO VACATE AND REMAND THE INSTANT REEXAMINATION ORDER FOR A
NEW DETERMINATION” (“the instant petition under 37 CFR 1.182”);

(2) “PETITION UNDER 37 C.FR. § 1.183 TO SUSPEND 37 CFR. 1.915(b)(3), THE
‘NEW TECHNICAL TEACHING RULE’ OF MPEP 2616, AND 37 C.F.R. § 1.939(a)”
(“the instant petition under 37 CFR 1.183”); and

(3) “PETITION UNDER 37 C.F.R. § 1.181(a)(3) FOR SUPERVISORY REVIEW OF THE
DECISION OF CRU DIRECTOR GREGORY MORSE DENYING MICROLOOPS'
PETITION UNDER 37 C.F.R. § 1.927” (“the petition under 37 CFR 1.181").

DECISION
Relevant Authority

35 U.S.C. § 312 provides:

(a) REEXAMINATION.— Not later than 3 months after the filing of a request
for inter partes reexamination under section 311, the Director shall determine
whether a substantial new question of patentability affecting any claim of the
patent concerned is raised by the request, with or without consideration of other
patents or printed publications. The existence of a substantial new question of
patentability is not precluded by the fact that a patent or printed publication was
previously cited by or to the Office or considered by the Office.

"No patent owner response was filed on or before the July 26, 2010 due date. See June 22, 2010 “Decision
Granting Petition For Extension of Time [37 CFR 1.956(c)}.”
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(b) RECORD.— A record of the Director’s determination under subsection (a)
shall be placed in the official file of the patent, and a copy shall be promptly given
or mailed to the owner of record of the patent and to the third-party requester.

(c) FINAL DECISION.— A determination by the Director under subsection (a)
shall be final and non-appealable. Upon a determination that no substantial new
question of patentability has been raised, the Director may refund a portion of the
inter partes reexamination fee required under section 311.

37 CFR 1.181(a) provides:

Petition may be taken to the Director:

(1) From any action or requirement of any examiner in the ex parte prosecution of
an application, or in ex parte or inter partes prosecution of a reexamination
proceeding which is not subject to appeal to the Board of Patent Appeals and
Interferences or to the court;

(2) In cases in which a statute or the rules specify that the matter is to be
determined directly by or reviewed by the Director; and

(3) To invoke the supervisory authority of the Director in appropriate
circumstances. For petitions involving action of the Board of Patent Appeals and
Interferences, see § 41.3 of this title.

37 CFR 1.182 provides:

All situations not specifically provided for in the regulations of this part will be
decided in accordance with the merits of each situation by or under the authority
of the Director, subject to such other requirements as may be imposed, and such
decision will be communicated to the interested parties in writing. Any petition

seeking a decision under this section must be accompanied by the petition fee set
forth in § 1.17(f).

37 CFR 1.183 provides:

In an extraordinary situation, when justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be
suspended or waived by the Director or the Director’s designee, sua sponte, or on
petition of the interested party, subject to such other requirements as may be
imposed. Any petition under this section must be accompanied by the petition fee
set forth in § 1.17(f).

37 CFR 1.915(b) provides:

A request for inter partes reexamination must include the following parts:

(1) An identification of the patent by patent number and every claim for which
reexamination is requested.
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(2) A citation of the patents and printed publications which are presented to
provide a substantial new question of patentability.

(3) A statement pointing out each substantial new question of patentability based
on the cited patents and printed publications, and a detailed explanation of the
pertinency and manner of applying the patents and printed publications to every
claim for which reexamination is requested.

37 CFR 1.927 provides:

The third party requester may seek review by a petition to the Director under
§ 1.181 within one month of the mailing date of the examiner’s determination
refusing to order inter partes reexamination. Any such petition must comply with
§ 1.181(b). If no petition is timely filed or if the decision on petition affirms that
no substantial new question of patentability has been raised, the determination
shall be final and nonappealable.

37 CFR 1.939 provides:

(a) If an unauthorized paper is filed by any party at any time during the inter
partes reexamination proceeding it will not be considered and may be returned.

(b) Unless otherwise authorized, no paper shall be filed prior to the initial Office
action on the merits of the inter partes reexamination.

II. Third Party Requester Petition Under 37 CFR 1.182

On page 5 of the instant petition under 37 CFR 1.182, third party requester petitions for the
following relief:

1. That the Office withdraw and set aside its "New Technical Teaching Rule,"
unlawfully promulgated in MPEP 2616 in the July 2008 revision of the
MPEP.

2. That the Determination and Order for reexaﬁinatioh and the Non-Final Office
~Action issued in this case on April 26, 2010, be vacated in their entirety, as
they were decided using the unlawful "New Technical Teaching Rule."”

3. That the instant reexamination Request be remanded to the Central
Reexamination Unit ("CRU") for a new determination as to the existence of
SNQs relative to the subject patent based on the entirety of the "Statement
Pointing Out Substantial New Question of Patentability" contained in
Microloops' Request at pages 17-56.

4. That the CRU be instructed upon remand to refrain from application of the
"New Technical Teaching Rule" to ignore arguments presented in Microloops'
SNQ statement, but instead to consider all arguments presented in the
Request, to consider whether there is "a substantial likelihood that a
reasonable examiner would consider [each] prior art patent or printed
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publication important in deciding whether or not the [subject claim] is
patentable,” and to order reexamination of the subject claim if the answer to
that inquiry is in the affirmative.

35 U.S.C. 312(c) provides that “[a] determination by the Director under subsection (a) shall be
final and non-appealable.” Petitioner cannot circumvent that provision of the statute by filing the
present petition. Any request to re-address the June 23, 2010 Office decision denying third party
requester’s May 26, 2010 petition under 37 CFR 1.181 is barred by statute. Requester may,
however, file a new request for reexamination of claims 1-7, 9-10, 18-21, and 23-25 of the ‘053
patent with an explanation of the new information about preexisting technology which may have
escaped review at the time of the initial examination of the patent application, and an application
of the art to the claims, if a proper a substantial new question of patentability affecting any claim
of the ‘053 patent can be raised.

In addition, in this instance, the requester has concurrently pursued an alternative avenue of relief
via a 37 CFR 1.181 petition. The relief requested in the present petition under § 1.182 would be
moot, should relief be granted under § 1.181. Since the matter is in the process of being
addressed through § 1.181, consideration of this situation under § 1.182 would be premature,
even if there were a statutory basis to re-address the June 23, 2010 Office decision denying third
party requester’s May 26, 2010 petition under 37 CFR 1.181.

Accordingly, the instant petition under 37 CFR 1.182 is dismissed.
II1. Third Party Requester Petition Under 37 CFR 1.183

On page 6 of the instant petition under 37 CFR 1.183, third party requester petitions for the
following relief:

" 1. That the Office suspend 37 CFR 1.915(b)(3), to the extent it is interpreted by
the Office as including the requirements of the "New Technical Teaching
Rule."

2. That the Office suspend the "New Technical Teaching Rule" promulgated in
the July 2008 revision to the MPEP.

3. That the Office suspend 37 CFR 1.939 to the extent the Office deems it
necessary to enable consideration of Microloops' petitions under 37 C.F.R.
§§ 1.181(a)(3) and 182, filed on even date herewith.

With respect to the request for waiver of 37 CFR 1.939, which prohibits unauthorized papers in
inter partes reexamination, for entry and consideration of the concurrently filed petition under 37
CFR 1.181, as pointed out above, 35 U.S.C. 312(c) provides that the determination by the CRU
Director is final and non-appealable. Petitioner cannot circumvent that provision of the statute
by filing the present petition. Since any request to re-address the June 23, 2010 Office decision
denying third party requester’s May 26, 2010 petition under 37 CFR 1.181 is barred by statute,
waiver of 37 CFR 1.939 cannot be provided.
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It is also noted that 37 CFR 1.183 provides that “[i]n an extraordinary situation, when justice
requires, any requirement of the regulations in this part which is not a requirement of the statutes
may be suspended or waived by the Director or the Director’s designee, sua sponte, or on
petition of the interested party...” (emphasis added by underlining). 37 CFR 1.915(b)(3) cannot
be waived to the extent that it promulgates a requirement of the statute — in this instance, 35
U.S.C. § 312(a). 35 U.S.C. § 312(a) provides that “the Director shall determine whether a
substantial new question of patentability affecting any claim of the patent concerned is raised by
the request, with or without consideration of other patents or printed publications.” To
implement this statute, 37 CFR 1.915(b)(3) provides that a request for inter partes reexamination
must include “[a] statement pointing out each substantial new question of patentability based on
the cited patents and printed publications, and a detailed explanation of the pertinency and
manner of applying the patents and printed publications to every claim for which reexamination
is requested.” The Office was given jurisdiction in 1999 to conduct inter partes reexamination
of a patent when prior patents or printed publications in a request for reexamination raise a
“substantial new question of patentability” by presenting to the Office new information about
preexisting technology which may have escaped review at the time of the initial examination of
the patent application and any subsequent proceeding involving the resulting patent. Therefore,
it is a fundamental statutory requirement that every request for reexamination of a patent include
a detailed statement as to the cited prior patents and printed publications 